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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) M Claim(s) 1 to 16 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claim(s) 1 to 16 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)E3 All b)D Some * c)D None of: 

1 M Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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1 . Claims 1 to 16 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 1 , the definition of A is incomplete. It should be 35 m 2 /g. As claimed this 
requirement makes no sense and is confusing. 

In claim 9, defining the viscosity without providing the temperature at which the 
viscosity was measured renders this claim limitation indefinite. That is, since viscosity is 
temperature dependent, one must include the temperature at which the viscosity was 
measured to ensure clarity. For instance, a siloxane having a viscosity of 10,000 cp at 
0°C will not have a viscosity of 10,000 cp at room temperature. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1 to 6 and 6 to 14 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Litteral. 

Initially the Examiner would like to note that she is aware from the discussion in 
the specification that the cation exchange resin in the claims is intended to distinguish 
itself from Amberlyst 1 5. For instance, she notes the table on the top of column 3. 
However this is not successful, as noted below. 

Litteral teaches the equilibration of siloxanes in the presence of a cation 
exchange resin. See for instance the abstract. Particular attention is drawn to the 
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teachings on column 9 regarding the properties of Amberlyst 15. As can be seen, 
particularly from the fact that these this resin has a large particle size distribution, 
Amberlyst 15 comprises various particles. See for instance that the surface area has a 
distribution of 40 to 50. See also that the average pore diameter (synonymous with 
mean pore diameter) is from 20 to 60 nm. The table in applicants' specification only 
computes a "P value" for Amberlyst 15 when the mean pore diameter is 25 nm. The 
resin particles, however, can have a mean pore diameter as high as 60 nm. When the 
mean pore diameter meets the disclosed upper limit for Amberlyst 15, the correspond- 
ing P value is from 2.4 x 10" 3 to 3.0 x 10" 3 . Such values fall within the claimed P and A 
values. In this manner Litteral anticipates the instant claims. 

For claim 2, see the definition of Y on column 5 as well as Examples 15 and 16. 
For claims 3, 4 and 6, see for instance the monomers in Example 1 . For claim 5, see 
column 8, line 59. For claims 8, 0 and 13 again see Example 1. For claims 11 and 12, 
see column 9, lines 10 to 20. 

5. Claim 7 is rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over Litteral. 

The instant claim requires a pore diameter of at least about 65 nm. The term 
"about" is given a degree of latitude which allows for values below the limit of 65. In 
view of this degree of latitude, the term "about 65" appears to be fully met by the upper 
average pore diameter value of 60, taught by Litteral. 

On the other hand, note that a prima facie case of obviousness exists where the 
claimed ranges and prior art ranges do not overlap but are close enough that one skilled 
in the art would have expected them to have the same properties. In the event that the 
value of 60 does not meet the claimed value of about 65, the difference between the 
two would not have been sufficient for the skilled artisan to expect the properties to 
have been different. The examiner notes that applicants' examples are not sufficient to 
overcome this obviousness because these results are based on a mean pore diameter 
of 25. 
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6. Claims 15 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Burkhart et al. in view of Litteral. 

Burkhart teaches the methods of claims 15 and 16, but with the exception that 
they do not teach the process of claim 1 . Burkhart et al. are silent as to how the SiH 
siloxanes used therein are prepared. Thus one having ordinary skill in the art would 
have been motivated to turn to conventional and common methods of making SiH 
siloxanes. 

As noted supra, Litteral teach methods of making siloxanes, including SiH 
siloxanes, as shown in Examples 15 and 16, and the teachings on column 7, line 20. 
That is, Litteral teaches a method of making siloxanes, including SiH siloxanes, that 
anticipates the process in claim 1 . 

Thus the skilled artisan would have been motivated to prepare the SiH siloxane 
for the reaction in Burkhart et al. by means of the known method shown by Litteral. In 
this manner the skilled artisan would have found this claimed process to have been 
obvious over the teachings of the prior art. 

The Examiner notes that Burkhart et al. is merely representative of a general 
reaction method that is quite common; the hydrosilylation of polyether in the presence of 
a platinum complex is well known in the art. 

7. Applicant and the assignee of this application are required under 37 CFR 1 .1 05 
to provide the following information that the examiner has determined is reasonably 
necessary to the examination of this application. In response to this requirement please 
provide the names of any products or services that have incorporated the claimed 
subject matter. Similarly, she requests the trade names and providers of any goods or 
services in competition with the goods or services the claimed subject matter has been 
embodied in. (See MPEP 704.1 1 ) 

This request is made so the Examiner can determine what products fall within the 
claimed P and A values. There are many commercially available cation exchange resins 
used in the prior art and the Examiner is unable to ascertain if they meet the claimed P 
and A values or not. See for instance the various tradenames found in column 3, lines 
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45 to 50, of Omietanski, column 4, line 39, of Vick, column 5, lines 25 to 29 of Igarashi 
et al. and column 4, lines 5 to 10, in Litteral. The examiner assumes that applicants are 
aware of what commercially available cation exchange resins do and do not meet the 
requirements of claim 1 . Applicants would have had to experiment with various resins 
to arrive at the necessity of the claimed P and A values. 1 The Examiner requests such 
information to ensure a thorough examination. 

8. This requirement is an attachment of the enclosed Office action. A complete 
reply to the enclosed Office action must include a complete reply to this requirement. 
The time period for reply to this requirement coincides with the time period for reply to 
the enclosed Office action. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Margaret G. Moore whose telephone number is 571- 
272-1090. The examiner can normally be reached on Monday to Wednesday and 
Friday, 10am to 4pm. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). r\ / ^/z^W 



1 As an aside, the Examiner notes that information leading her to believe that applicants are aware of only 
one cation exchange resin meeting the claimed requirements (Lewatit K 2621 jused in the examples) 
could lead to a rejection under 35 USC 112, first paragraph, as the claim^brirains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the breadth of the claimed 
invention. 



mgm 
7/11/05 




